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Applicant hereby responds to the Final Office Action dated September 24, 2013 in connection

with this application. In the Final Office Action, the Trademark Attorney refused registration on

the grounds that a likelihood of confusion exists pursuant to Section 2(d) of the Trademark Act,

15 U.S.C. § 1052(d) with regard to the mark in U.S. Registration No. 2556834. Applicant

respectfully traverses the refusal to register based on §2(d) of the Trademark Act and, based

on the arguments and new evidence submitted herein, requests reconsideration. Applicant is

filing a Notice of Appeal concurrently with this response.

Applicant’s mark is MEXICO LINDO for “spices”. The cited mark is MEXICO LINDO for

“tomato sauce”. The goods sold by Applicant and Registrant are sufficiently different such

that confusion is unlikely.

The Trademark Office has already recognized that there is no likelihood of confusion here.



Applicant is the owner of Registration No. 2685887 for “teas, flavored ices, and candies” (the

“Prior Registration”). The Prior Registration was issued in February 2003, after the

registration for the cited mark issued. Although the Trademark Office initially rejected

registration of the Prior Registration on 2(d) grounds, it later withdrew its refusal after Applicant

cited cases showing that “teas, flavored ices, and candies” and “tomato sauce” are not

marketed in such a way that they are likely to be encountered by the same persons in

situations that would create the incorrect assumption that they originate from the same source.

That same reasoning applies here.

In fact, to the extent any goods are related, it is spices and teas that are related, not spices

and tomato sauce. Attached as Exhibit A are thirty registrations showing use of the same mark

on teas and spices, but not on tomato sauce.  Notably, teas are essentially a type of spice.

Both teas and spices are comprised of dead plants. Attached as Exhibit B are definitions from

Merriam Webster Dictionary of “tea” and “spice”, showing that both are come from dried

leaves of plants or dried plants. Peppermint, chai, ginseng, and cinnamon are all spices and

teas. Attached as Exhibit C are webpages showing various companies advertising and selling

peppermint, chai, ginseng, and cinnamon teas, as well as other teas derived from a wide

variety of spices. Consumers, therefore, are not likely to incorrectly believe that Applicant’s

goods emanate from Registrant.

Moreover, in a likelihood of confusion analysis, the relevant inquiry is “not whether people will

confuse the marks, but rather whether the marks will confuse people into believing that the

goods they identify emanate from the same source.” Paula Payne Prods. Co. v. Johnson’s

Pub’g Co., Inc., 473 F.2d 901, 902, 177 USPQ 76, 77 (C.C.P.A. 1973). Here, the answer to

the relevant inquiry is: No, the marks will not confuse people into thinking the goods they

identify emanate from the same source.

If, as is the case here, the goods in question are not related or marketed in such a way that

they would be encountered by the same persons in situations that would create the incorrect

assumption that they originate from the same source, then, even if the marks are identical,

confusion is not likely. Quartz Radiation Corp. v. Comm/Scope Co., 1 USPQ2d 1668, 1669



(TTAB 1986) (holding QR for coaxial cable and QR for various apparatus used in connection

with photocopying, drafting, and blueprint machines not likely to cause confusion because of

the differences between the parties’ respective goods in terms of their nature and purpose,

how they are promoted, and who they are purchased by); see also In re Sears, Roebuck and

Co., 2 USPQ2d 1312 (TTAB 1987) (finding that CROSS-OVER for brassieres is not

confusingly similar to CROSSOVER for women’s sportswear even though the goods are “all

clothing items that may be sold through the same outlets to the same classes of purchasers,

and may well be purchased during the same shopping trip, quite possibly to be worn

together”); In re Sydel Lingerie Co., 197 USPQ 629, 630 (TTAB 1977) (holding BOTTOMS UP

for women’s and children’s underwear and BOTTOMS UP for men’s clothing not likely to

cause confusion).  In In re Palm Beach Inc., the Board held that the mark ADLER (stylized) as

used on men’s pants is not likely to be confused with ADLER as used on socks because

“pants and knitted socks are specifically different items of clothing which are normally

displayed in different sections of the stores in which they are sold”. 225 U.S.P.Q 785 (TTAB

1985).

The respective goods at issue here are not related or marketed in such a way that they would

be encountered by the same persons in situations that would create the incorrect assumption

that they originate from the same source. Spices and tomato sauce are significantly less

related than the brassieres and women’s sportswear in In re Sears, Roebuck and Co. and the

women’s children’s underwear and the men’s clothing in In re Sydel Lingerie Co. Here,

spices and tomato sauce frequently are sold in different stores and, even when they are sold

in the same stores, they are sold in different parts of the store. Spices are typically found in the

baking aisle, alongside sugar, flour, cocoa powder, cake and brownie mixes, etc. Tomato

sauce is not found in the baking aisle; rather, it usually is located in an aisle with pasta and,

frequently, a variety of other pre-packaged and prepared foods. Like the pants and knitted

socks in In re Palm Beach, spices and tomato sauce “are specifically different items . . . which

are normally displayed in different sections of the stores in which they are sold.” 225 U.S.P.Q

785 (TTAB 1985). Thus, use of the same or similar mark on tomato sauce and spices is not

likely to cause confusion.



Additionally, like the coaxial cable and apparatus used in connection with photocopying,

drafting and blueprint machines in Quartz Radiation Corp. v. Comm/Scope Co., spices and

tomato sauce differ in their nature and purpose and in who purchases them. Tomato sauce is

a pre-packaged product purchased by consumers who do not wish to prepare their own food.

Spices, on the other hand, are purchased solely by consumers who intend to prepare their

own meals. The purposes of each of the goods at issue are sufficiently distinct such that they

are not related and consumers would not expect that they originate from the same source.

For the foregoing reasons, Applicant respectfully submits that there is no likelihood of

confusion and that its mark should proceed to registration
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Petition To Revive For Office Action
To the Commissioner for Trademarks:

Application serial no. 85834185 has been amended as follows:
PETITION
Petition Statement

Applicant has firsthand knowledge that the failure to respond to the Office Action by the specified
deadline was unintentional, and requests the USPTO to revive the abandoned application.

RESPONSE TO OFFICE ACTION

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

 

Applicant hereby responds to the Final Office Action dated September 24, 2013 in connection

with this application. In the Final Office Action, the Trademark Attorney refused registration on

the grounds that a likelihood of confusion exists pursuant to Section 2(d) of the Trademark Act,

15 U.S.C. § 1052(d) with regard to the mark in U.S. Registration No. 2556834. Applicant

respectfully traverses the refusal to register based on §2(d) of the Trademark Act and, based on

the arguments and new evidence submitted herein, requests reconsideration. Applicant is filing a

Notice of Appeal concurrently with this response.

Applicant’s mark is MEXICO LINDO for “spices”. The cited mark is MEXICO LINDO for

“tomato sauce”. The goods sold by Applicant and Registrant are sufficiently different such that



confusion is unlikely.

The Trademark Office has already recognized that there is no likelihood of confusion here.

Applicant is the owner of Registration No. 2685887 for “teas, flavored ices, and candies” (the

“Prior Registration”). The Prior Registration was issued in February 2003, after the registration

for the cited mark issued. Although the Trademark Office initially rejected registration of the Prior

Registration on 2(d) grounds, it later withdrew its refusal after Applicant cited cases showing that

“teas, flavored ices, and candies” and “tomato sauce” are not marketed in such a way that

they are likely to be encountered by the same persons in situations that would create the

incorrect assumption that they originate from the same source. That same reasoning applies

here.

In fact, to the extent any goods are related, it is spices and teas that are related, not spices and

tomato sauce. Attached as Exhibit A are thirty registrations showing use of the same mark on

teas and spices, but not on tomato sauce.  Notably, teas are essentially a type of spice. Both

teas and spices are comprised of dead plants. Attached as Exhibit B are definitions from

Merriam Webster Dictionary of “tea” and “spice”, showing that both are come from dried

leaves of plants or dried plants. Peppermint, chai, ginseng, and cinnamon are all spices and

teas. Attached as Exhibit C are webpages showing various companies advertising and selling

peppermint, chai, ginseng, and cinnamon teas, as well as other teas derived from a wide variety

of spices. Consumers, therefore, are not likely to incorrectly believe that Applicant’s goods

emanate from Registrant.

Moreover, in a likelihood of confusion analysis, the relevant inquiry is “not whether people will

confuse the marks, but rather whether the marks will confuse people into believing that the

goods they identify emanate from the same source.” Paula Payne Prods. Co. v. Johnson’s

Pub’g Co., Inc., 473 F.2d 901, 902, 177 USPQ 76, 77 (C.C.P.A. 1973). Here, the answer to the

relevant inquiry is: No, the marks will not confuse people into thinking the goods they identify

emanate from the same source.

If, as is the case here, the goods in question are not related or marketed in such a way that they

would be encountered by the same persons in situations that would create the incorrect



assumption that they originate from the same source, then, even if the marks are identical,

confusion is not likely. Quartz Radiation Corp. v. Comm/Scope Co., 1 USPQ2d 1668, 1669

(TTAB 1986) (holding QR for coaxial cable and QR for various apparatus used in connection

with photocopying, drafting, and blueprint machines not likely to cause confusion because of the

differences between the parties’ respective goods in terms of their nature and purpose, how

they are promoted, and who they are purchased by); see also In re Sears, Roebuck and Co., 2

USPQ2d 1312 (TTAB 1987) (finding that CROSS-OVER for brassieres is not confusingly similar

to CROSSOVER for women’s sportswear even though the goods are “all clothing items that

may be sold through the same outlets to the same classes of purchasers, and may well be

purchased during the same shopping trip, quite possibly to be worn together”); In re Sydel

Lingerie Co., 197 USPQ 629, 630 (TTAB 1977) (holding BOTTOMS UP for women’s and

children’s underwear and BOTTOMS UP for men’s clothing not likely to cause confusion).  In In

re Palm Beach Inc., the Board held that the mark ADLER (stylized) as used on men’s pants is

not likely to be confused with ADLER as used on socks because “pants and knitted socks are

specifically different items of clothing which are normally displayed in different sections of the

stores in which they are sold”. 225 U.S.P.Q 785 (TTAB 1985).

The respective goods at issue here are not related or marketed in such a way that they would be

encountered by the same persons in situations that would create the incorrect assumption that

they originate from the same source. Spices and tomato sauce are significantly less related than

the brassieres and women’s sportswear in In re Sears, Roebuck and Co. and the women’s

children’s underwear and the men’s clothing in In re Sydel Lingerie Co. Here, spices and

tomato sauce frequently are sold in different stores and, even when they are sold in the same

stores, they are sold in different parts of the store. Spices are typically found in the baking aisle,

alongside sugar, flour, cocoa powder, cake and brownie mixes, etc. Tomato sauce is not found

in the baking aisle; rather, it usually is located in an aisle with pasta and, frequently, a variety of

other pre-packaged and prepared foods. Like the pants and knitted socks in In re Palm Beach,

spices and tomato sauce “are specifically different items . . . which are normally displayed in

different sections of the stores in which they are sold.” 225 U.S.P.Q 785 (TTAB 1985). Thus,

use of the same or similar mark on tomato sauce and spices is not likely to cause confusion.



Additionally, like the coaxial cable and apparatus used in connection with photocopying, drafting

and blueprint machines in Quartz Radiation Corp. v. Comm/Scope Co., spices and tomato sauce

differ in their nature and purpose and in who purchases them. Tomato sauce is a pre-packaged

product purchased by consumers who do not wish to prepare their own food. Spices, on the

other hand, are purchased solely by consumers who intend to prepare their own meals. The

purposes of each of the goods at issue are sufficiently distinct such that they are not related and

consumers would not expect that they originate from the same source.

For the foregoing reasons, Applicant respectfully submits that there is no likelihood of confusion

and that its mark should proceed to registration
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FEE(S)
Fee(s) in the amount of $ 425 is being submitted.

SIGNATURE(S)

Signature: /Kimberly M. Maynard/      Date: 07/23/2014
Signatory's Name: Kimberly M. Maynard
Signatory's Position: Attorney of Record, New York Bar Member
Signatory's Phone Number: 212.589.4239

Response Signature
Signature: /Kimberly M. Maynard/     Date: 07/23/2014
Signatory's Name: Kimberly M. Maynard
Signatory's Position: Attorney of Record, New York Bar Member

Signatory's Phone Number: 212.589.4239

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.
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